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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 

1 . Applicant's amendment filed 21 October 2008 has been entered. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification sliall contain a written description of the invention, and of tlie manner and process of 
making and using it, in sucli full, clear, concise, and exact terms as to enable any person sl^illed in tlie 
artto wtiicli it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 4 and 5 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Applicant's amendment to claim 4 requires 
the following new limitation: "the lower layer is spaced from the upper layer in a 
thickness direction by at least a depth of focus of the fluorescence". This limitation is 
not taught by the instant specification and is considered new matter. It is noted that 
page 16 of the instant specification teaches a signal recording film (which is on lower 
layer) spaced in a thickness direction from the reaction region (which is on the upper 
layer) from a depth of focus of laser beams to be irradiated in order to excite 
fluorescence. This part of the instant specification does not teach that the lower layer is 
spaced from the upper layer at "at least' a depth of focus of the fluorescence and also 
teaches the depth relative to the focus of laser beams, not the depth relative to the 
focus of fluorescence. Therefore the new limitation is not provided for by the instant 
specification and is considered new matter. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 4 and 5 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Sheppard, Jr. et al. (US 6,143,247). 

Sheppard, Jr. et al. teach a bioassay apparatus for performing bioassay 
comprising: 

a substrate holder for holding and rotationally driving a substrate (platform, col. 

10, lines 15-18) for bioassay (col. 5, lines 43-53; col. 13, lines 10-18), the substrate 
including: 

a reaction region formed on an upper layer of the substrate (platform provided 
with wells that comprise specific binding reagents, specific binding reagents are in the 
well which is on the upper surface of the substrate and therefore forms an upper layer, 
col. 10, lines 32-39; col. 8, lines 12-14; reaction region 11 is on upper layer of substrate 
14, Fig. ID), and 

an information region formed on a lower layer of the substrate (pits formed onto 
lower surface of substrate with lower layer of reflective coating, col. 8, lines 11-12; col. 

11, lines 53-60; reflective material 15 on substrate 14, Fig. ID), 
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wherein tlie reaction region is adapted so that a sample matenal and a 
fluorescence marking agent are permitted to be dropped from an upper side of the 
substrate (sample input 21 is facing upper side of the substrate, Fig. 2; col. 12, lines 52- 
67) and serving as a field of mutual reaction between the probe material and the sample 
material (reaction region has probe material that reacts with the sample, col. 18, lines 
31-65), 

and the reaction region receiving fluorescence with respect to the fluorescence 
marking agent from a lower side of the substrate (light source on bottom side of 
platform, col. 21 , lines 47-56; light source 54 on bottom side of platform 52, Fig. 5D) and 
the information region receiving light from a lower side of the substrate to record and 
reproduce information contained in the information region (light source on bottom side 
of platform, col. 21, lines 47-56; elements for reading information region includes a light 
and is on bottom side of platform 52, Fig. 5D; col. 14, lines 56-67), 

wherein the lower layer is spaced from the upper layer in a thickness direction by 
at least a depth of focus of the fluorescence (upper layer and reflective lower layer are 
spaced apart by substrate, col. 1 1 , lines 53-60; reflective material 15 is lower layer, 
upper layer 1 1 is reaction region and substrate 14 is the spacer in the thickness 
direction between the upper and lower layers, Fig. ID; fluorescent signal is transmitted 
through the substrate as seen in Fig. 5D and therefore the thickness of the substrate is 
a thickness that is at least a depth of focus of the fluorescence); 

a fluorescence detection optical system for irradiating the fluorescence having a 
first wavelength with respect to the reaction region of the substrate to detect the 
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fluorescence having the first wavelength produced from the fluorescence marking agent 
in accordance with the fluorescence (col. 14, lines 31-55; fluorescent markers are 
detected, col. 22, lines 48-67; col. 32, lines 52-67; fluorescence and information 
reading/producing optical system are separate, col. 21, line 57-col. 22, line 47, therefore 
the fluorescence light system operates at a first wavelength, col. 12, lines 15-35); and 

an information recording/reproducing optical system for irradiating the light 
having a second wavelength with respect to the information region of the substrate (col. 
14, lines 56-67; fluorescence and information reading/producing optical system are 
separate, col. 21 , line 57-col. 22, line 47, and therefore the information 
recording/reproducing system operates at a second wavelength, col. 12, lines 15-35). 

With respect to claim 5, Sheppard, Jr. et al. teach the substrate being circular 
shaped (col. 10, lines 21-25) and the substrate holder rotationally driving the circular 
shaped substrate (col. 5, lines 43-53). 

Response to Arguments 

4. Applicant's arguments with respect to claims 3 and 4 have been considered but 
are moot in view of the new ground(s) of rejection. The previous rejections of the claims 
have been withdrawn. However, upon further consideration, a new ground(s) of 
rejection is made in view of Sheppard et al. teaching an upper layer and a lower layer of 
a substrate separated in a thickness direction by at least a depth of focus of the 
fluorescence. 

Conclusion 

5. No claims are allowed. 
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6. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MELANIE YD whose telephone number is (571)272- 
2933. The examiner can normally be reached on M-F 8:30-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Shibuya can be reached on (571 ) 272-0806. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Melanie Yu/ 

Patent Examiner, Art Unit 1641 

/Bao-Thuy L. Nguyen/ 
Primary Examiner, Art Unit 1641 
January 15, 2009 



